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DETAILED ACTION 

1 . The rejections set forth in the office action mailed 9/8/06 are overcome by 
applicant's amendments of 1/4/07. New grounds of rejection necessitated by the 
amendments are set forth below. 

Claim Rejections - 35 USC § 103 

2. Claims 1,3-4, 7, 10, 13-15, and 26-27 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Hotten (U.S. Pat. No. 3,992,307). 

The rationale for the rejections of claims 1 , 3-4, 7, and 1 5 are adequately set 
forth in paragraph 8 of the office action mailed 9/8/06. Amended claim 1 contains the 
subject matter of original claim 2, which has been cancelled. The compositions of 
Hotten also contain a succinimide dispersant, as in claim 10. In column 11 lines 3-18 
Hotten teaches an amount of oil sufficient to provide a concentrates, as in claim 1 3, and 
the examples of columns 13-14 are fully formulated lubricants, meeting the limitations of 
claims 13-14. Hotten additionally teaches that the lubricant compositions can be used in 
transmission fluids, meeting the limitations of claims 26-27. 

3. Claims 5-6, 12, 17-25, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hotten in view of Suyama (U.S. Pat. No. 6,127,325). 

The rationale for this rejection is adequately set forth in paragraph 9 of the office 
action mailed 9/8/06. 
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4. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hotten in 
view of Hasegawa (U.S. Pat. No. 6,153,1 18). 

The rationale for this rejection is adequately set forth in paragraph 10 of the office 
action mailed 9/8/06. 

5. Claims 9 and 1 1 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hotten in view of Papay (U.S. Pat. No. 5,652,201 ). 

The discussion of Hotten in paragraph 8 of the office action mailed 9/8/06 is 
incorporated here by reference. Hotten discloses the use of dispersants and aliphatic 
phosphorus ester antiwear agents, but does not disclose the concentration ranges of 
claims 9 and 11. 

Papay, in the table of column 50 lines 10-15, discloses a particularly preferred 
concentration of 1-8% by weight for a dispersant ("component b") in a lubricating 
composition, encompassing the range recited in claim 1 1. In columns 53-61 Papay 
discloses numerous compositions comprising between 1.2 and 4.8% by weight of the 
dispersant, falling within the range recited in claim 1 1 . In the table of column 50 lines 
45-55, Papay discloses a preferred composition of 0-2% by weight for an antiwear 
agent, encompassing the range recited in claim 9 and matching the 2% endpoint. 

It would have been obvious to one of ordinary skill in the art to use the dispersant 
and antiwear agent of Hotten in the concentrations of Papay, as Papay discloses that 
those are particularly preferred concentrations for such additives in lubricating 
compositions. 
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6. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hotten 
in view of Horodysky (U.S. Pat. No. 4,522,734). 

The discussions of Hotten in paragraph 8 in the office action mailed 9/8/06 and 
Horodysky in paragraph 1 1 of the office action mailed 9/8/06 are incorporated here by 
reference. Hotten discloses from column 10 line 62 through column 1 1 line 2 that the 
lubricating composition can include additional additives, but does not specifically 
disclose friction modifiers. 

In the abstract, Horodysky teaches that borate esters of hydrolyzed hydrocarbyl 
alkoxides are effective friction modifiers and multifunctional additives for lubricants, and 
further teaches in column 1 lines 44-54 that these borate esters provide advantages 
over non-borated friction modifiers. 

It would have been obvious to one of ordinary skill in the art to utilize the borate 
esters taught by Horodysky as friction modifiers in the composition of Hotten, in order to 
impart the friction modification, anti-oxidation and high-temperature properties 
possessed by those esters, as taught in column 1 lines 44-54 of Horodysky. 

Response to Arguments 

7. Applicants arguments filed 1/4/07 have been fully considered but they are not 
persuasive. 
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With regard to the rejections under 35 USC 103 in view of Hotten, applicant has 
made three arguments: 

i) The zinc dihydrocarbyldithiophosphate will serve as an antioxidant, and would 
not be omitted since Hotten desires improved antioxidation properties. 

ii) One seeking to solubilize terephthalic acid would not look to the technology of 
Hotten. 

iii) The zinc dihydrocarbyldithiophosphates of Hotten do not solubilize 
terephthalic acid, and thus unexpected results are allegedly achieved with the 
compositions of the present invention which comprise other phosphorus- 
containing compounds. 

With respect to i), Hotten teaches (column 2 lines 24-58) that the anti-oxidation 
and anti-wear properties of certain types of conventional anti-oxidants (column 2 lines 
27-34) can be improved by the addition of a bisphosphoramide activator. Zinc 
dihydrocarbyldithiophosphates are not among the types of anti-oxidants improved by 
the bisphosphoramide. The anti-oxidant properties of the zinc 

dihydrocarbyldithiophosphate additives are not disclosed as critical to the invention, and 
therefore it would have been obvious to exchange the zinc-containing compounds with 
the other anti-wear compounds disclosed in column 1. 

Argument ii) is unpersuasive, as a prior art reference is analogous if the 
reference is in the field of applicant's endeavor or, if not, the reference is reasonably 
pertinent to the particular problem with which the inventor was concerned. In re Oetiker, 
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977 F.2d 1443, 1446, 24 USPQ2d 1443, 1445 (Fed. Cir. 1992). Hotten is in the same 
lubricant field as the current application, and hence it is pertinent. 

With respect to iii), the declaration of Tipton included with applicant's arguments 
only demonstrates that the terephthalic acid in the compositions of Hotten is insoluble. 
No data is provided in the declaration, or the examples in the original specification, of 
the solubility of the claimed compositions, and therefore no comparison can be made. 
Should applicant argue that examples 5-7 in Table I of the specification are examples of 
compositions comprising dissolved terephthalic acid, it is noted that the examples are 
incommensurate with the scope of claims 1 and 4, as they cover only a narrow range of 
concentration of terephthalic acid (0.005 to 0.01%), while claim 1 encompasses any 
concentration, and claim 4 recites a range that is broader than the one exemplified. 

With regard to the rejection of claim 17 over Hotten in view of Suyama, applicant 
asserts that the order of mixing is significant, but has not provided any evidence in 
either the specification or declaration that the claimed order of mixing provides new or 
unexpected results versus other orders of mixing that could be used to form the 
composition of Hotten in view of Suyama. In the absence of such a showing, the order 
of mixing is prima facie obvious. Should applicant argue that examples 5-7 in Table I of 
the specification are sufficient evidence, it is noted that the examples are 
incommensurate with the scope of claim 17. 
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Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Goloboy whose telephone number is 571-272- 
2476. The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





